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ADDITIONAL FEE 



Please charge any insuflicliency of fees, or credit any excess, to Deposit Account No. 14- 



1263. 



REMARKS 

Applicants respectfully rpbuest reconsideration of this application in view of the 



following comments. 



Applicants filed a Reques 
27,2003. In a decision mailed OIL 
Declaration and the arguments 
paragraph on page 4 of the 



for Rehearing and a Declaration under 37 CFR §1.132 on May 
April 28, 2004, the Request for Rehearing was denied, and the 
r^ating to the Declaration were not considered. See the last 
Decision on Rehearing. 



Applicants now request jthat the Declaration and the ai^uments below relating to 
tbe Declaration be considered tiy the Examiner. Although not considered by the Board, the 
Declaration is already of recorci, as indicated above, as an attachment to the Request for 
Rehearing dated May 27, 2003* 

j 

Appellants beUeve that thL Board misapprehended or overlooked the following points in 
rendering the decision: ! 
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♦ A person having ordinary skill in the art could have inferred from the teachings of 
Luhmann, U.S, Patent No. 5,725,923 (hereinafter "Luhmann"), at colirnm 2, line 
65, to column 3, line 1 , that "grip tabs can be provided to each and every side or 
some of the sides of a given geometrically shaped adhesive tape to substantially 
or fiilly surround the tape's edge." 

It is well within the ambit of one of ordinary skill in the art to provide an 
appropriate number of grip tabs, including the number of grip tabs corresponding 
to the sides of given geometrically shaped adhesive tapes. 

• The ability of one of ordinary skill in the art to infer the invention or the fact that 
the invention is within the ambit of one of ordinary skill in the art amounts to the 
requisite suggestion of the invention which is required for prima facie 
obviousness. 

In greater detail; 

1, A person having ordinary skill in the art would not have inferred from the 
teachings of liuhmann at column 2, line 65, to column 3, line 1, that ^^grip 
tabs can be provided to each and every side or some of the sides of a given 
geometricallyi shaped adhesive tape to substantially or fully surround the 
tape's edge.*' = 
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There appears to be a^eelnent on the following points: 



1 . The present cl^uns requh*e a polygonal or circular shaped adhesive tape section. 



In the case of i polygonal shaped adhesive tape section, the present claims require 
the same number of grip tabs as there are sides of the polygon. 

3. In the case of a circular shaped adhesive tape section, the present claims require a 

I 

single grip tab surrounding a circular shaped adhesive core. 

Luhmann teaclies an adhesive tape section, specifically, a quadrangle having two 
grip tabs. 



5. Luhmann fails 
adhesive tape 

6. Luhmann also 
quadrangles. 



to teach a number of grip tabs equal to the number of sides of the 
^ection, specifically, four grip tabs in the case of a quadrangle. 

fails to teach shapes of adhesive tape sections other than 



7. Cole teaches adhesive tape sections of various shapes. 



4 



PAGE 4/17 • RCVD AT 6/28/2004 2:43:16 PM [Eastern Daylight Time]* SVR:USPT0-EFXRF-1/2 » DNIS: 8729305 * CSID:1212 808 0844 * DURATION (mm-ss): 04-56 



06/28/2004 14:45 FAX 1212 808 0844 



N M M NEW YORK 



©005/017 



Application No. 08/976,820 
Applicant; Jom LBEBER et al 
Response 



8. Cole also does 
polygonal 



shaped 



9. In the case of i 
single grip tab 



Appellants perceive the following g^s between the combination of Liihmann and Cole 
and the instant claims: 



1- 



While the com|bination 
adhesive secticjns 
suggest the pr<^vision 
polygon. 



To bridge these gaps, 
the Decision dated March 26, 



not teach a number of grip tabs equal to the number of sides of a 
adhesive tape section. 



circular shaped adhesive tape section. Cole also does not teach a 
surrounding a circular shaped adhesive core. 



of Luhmann and Cole may suggest polygonal shaped 
, the combination of Luhmann and Cole does not teach or 

of a number of grip tabs equal to the number of sides of the 



While the comibination of Luhmann and Cole may suggest a circular shaped 
adhesive secti(^n, the combination of Luhmann and Cole does not teach or suggest 
the provision cjf a single grip tab surrounding a circular shaped adhesive core. 



the Board makes findings in the paragraph bridging pages 6-8 of 
2003. The Board begins as follows: 
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"As 

exemplifies a 
of a quadrangt^i 
columns 5 and 



acknowledged by the appellants (Brief, page 16), Luhmami 
p lurality of grip tabs attached to two different sides 
e shaped adhesive tape. See also Luhmann, 
6, example 8. [Emphasis added.]'* 



Thus, for a quadrangle having four sides, Luhmann teaches the provision of two grip tabs, which 



relationship does not meet the 



terms of the instant claims. 



The Board thetn finds is follows: 

*We find that t-uhmann also broadly discloses (column 2, line 65 
to column 3, li|ie 1) that: 



[A] tab is recommended in each case to enable 
easier j nulling on the residue. Such a tab can be 
designed, in particular, so the non-adhesive areas 
extend around an edge of the piece of adhesive 
fihn 

It can be inferred from these teachings that grip tabs can be 
provided to ea<:h and every side or some of the sides of a given 
geometrically shaped adhesive tape to substantially or fully 
surrouiid the t4pe's edge. [Again, emphasis added.]' 
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A person having ordinpay 
teachings at column 2^ Ime 65 
every side or some oflthe sides 
fiilly surround the tape's edge 
understand from Luhmann at 
describing the formation of a 
piece of non-adhesive materiajl 
four sides, Luhmann is here 
sides. This process isi described 
67: 



skill in the art would not have inferred from Luhmann 's 
to column 3, line 1, that grip tabs can be provided to each and 
of a given geometrically shaped adhesive tape to substantially or 
What a person having ordinary skill in the art would clearly 
:olumn 2, Une 65, to colunm 3, line 1, is that Luhmann is 
[ungle grip tab on a single edge of the quadrangle by folding a 
around that edge. Thus, for example, for a quadrangle having 
djsscribing the construction of a grip tab on only one of the four 
in greater detail in Example 8 in Luhmann at column 5, lines 65- 



This is shown gr^hically for 



"[WJhere 5 mrh of the release films are folded around the adhesive 
film at each enld of the adhesive films and thus form tabs.' 



one end as follows: 
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Adhesive Tap 
With Release 
Folded Arounki 
To Form Grip 



Luhmaim, as a person 



Adhesive Tape Section 

4 



Side View 



Fold Release Film Around An Edge 



e Sectior 
Film 

An Edge 
Tab 



Side View 



In short, whereas Luhmann refers to "an edge," the Board improperly reads this as "all 
edges" of a polygon t) substantially or completely surround the tape. However, reading 

having ordinary skill in the art would understand it, a person having 
ordinary skill in the art would not have inferred from these teachings that grip tabs can be 
provided to each and every side or some of the sides of a given geometrically shaped adhesive 
tape to substantially cr fully surround the tape's edge. Further, such person would not have 
understood how prov: sion of grip tabs to only some of the sides would substantially or fully 
surround the tape*s edge. 
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In further support of this position, there is attached the Declaration of Dr. Bemd 
Luhmann, who is an itnventor of the instantly claimed subject matter and also the Bemd 
Luhmann who is the iarst named inventor of the Luhmann patent. The Luhmaim Declaration is 
responsive to the Board's findings, and is, thus, believed relevant and timely submitted. Dr. 
Luhmann avers in numbered paragraphs 14 and 15 of his declaration that: 

"I assert that the Board misapprehended that one of ordinary skill 
in the ^ would 'infer* that a recitation wherein \ .m tab is 
recommended in each case to enable easier pulling on the residue, 
a tab can be designed, in particular, so that non-adhesive areas 
extend aroimd an edge of the piece of adhesive film,^r example a 
few millimeters beyond the adhesive area beneath,'' would be 
construed to be suggestive 'that grip tabs can be provided to each 
and eviery side or some of the sides of a given geometrically 
shaped adhesive tape to substantially or fully surround the tape's 
edge/ (fi-om page 7, lines 3-6 of the Board's decision) 
"The broadest recitation is singular (' . . .a tab is recommended. ..a 
tab cati be designed'), an embodiment of this recitation is still 
singular {7/f particular^ so that non-adhesive areas extend around 
an edge of the piece of adhesive film) and an example of this 
embodiment is directed towards the practice of removing residue 
and is not directed toward releasing the bond between an object 
and a $ubstrate (for example a few millimeters beyond the 
adhesive area beneath). None of these disclosures would *rafer' 
to one: of ordinary skill in the art to use multiple tabs equaling the 
number of edges, or to supply grip tabs for each and every edge. 
Clearly, the portion of Luhmann relied on by the Board is only 
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talking about the design of a single tab on a single edge. The same 
type of tab could, of course, be placed at each mi every edge, but 
there is no teaching or suggestion in Luhmann to do so, so this 
aspect bf the present invention cannot be inferred from Luhmann." 

Respectfully, the Board misapprehended Luhmann' s teachings at colunm 
2, line 65, to column 3, line 1, and, in so doing, improperly found the present 
claims to have been prima facie obvious. 

2. It is nbt well within the ambit of one of ordinary skill in the art 
to provide an appropriate number of grip tabs. Including the 
number of grip tabs corresponding to the sides of given 
geometrically shaped adhesive tapes. 

The Board also bridges the gaps between the combined teachings of 
Luhmann and Cole aijid the instant claims by finding that: 

"[FJroin our perspective, it is wll within the ambit of one of 
ordinary skill in the art to provide an appropriate number of grip 
tabs, iiticluding the number of grip tabs corresponding to the sides 
of given geometrically shaped adhesive tapes, to provide 
continigent bases in case of failure of one or more grip tabs in 
removing the adhesive tapes since Luhmann teaches that the grip 
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i 
I 

tabs cajn be pulled at any angle and are used to remove the residues 
of the idhesive tapes as indicated supra, [Emphasis added.]" 



However, the grip tabs are a feature of Luhinann*s invention which he 

himself indicates "s not be necessary." See, Luhmann at column 1, hnes 62- 

i 

63 ("In particular, a tbb for pulling the adhesive film out of the bond join (sic) 
should not be necessary.") Accordingly, a person having ordinary skill in the art 
arguably lacks motivation to provide the two grip tabs that Luhmann expressly 

teaches for a quadran^e, let alone to provide two additional grip tabs on the two 

i 
i 

remaining sides. \ 



Dr. Luhmann kvers in numbered paragraphs 1 1 and 12 of his declaration 
as follows: 



"In the reasons supporting the combination of Luhmann and Cole, 
the Bo^d stated on page 7 that 'it is well within the ambit of one 
of ordinary skill in the art to provide an appropriate nimibcr of grip 
tabs. , Jfo provide contingent bases in the case of failure of one or 
more ^rip tabs in removing the adhesive tapes since Luhmann 

! 

teache^ that the grip (sic) tabs can be pulled at any angle and are 
used tcj) remove the residues of the adhesive tapes as indicated 
supra. \ (bold and italics added for emphasis) 

i 

1 . . 

"However, there is no teaching which can be gleaned firom the 

combiiiation of Luhmann and Cole that this is necessary or desired. 

I 

I 

I 11 
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MoreoVer, the tabs of Luhmann function to remove residue not 
toward releasing the bond between an object and a substrate. In 

fact, wjhen reading the entire paragraph from Luhmann (col. 2, 

I 

lines 5t7 - col. 3, line 3) which the Board merely cited four lines 
(whichi is shaded below), one of ordinary skill in the art would 
have r^ad the Luhmann reference to be at best rather ambivalent 
about dhe need for any tabs, much less multiple tabs: 



*In these embodiments according to the invention 
with an adhesive film of the rather more classical 
type of a self-adhesive composition as widely 
employed for adhesive tapes, the separation of the 
pulled-apart parts is less easy after breaking the 
I bond. However J this is relatively Unimportant for 

j some applications, in particular if the residues can 

I 

I remain on the substrates without causing any 
^problems. However, if in this and other cases the 
; residues are to be more easily removable, a tab is 

i 

recommended in each case to enable easier pulling 
on the residue. Such a tab can be designed, in 
particular, so that non-adhesive areas extend around 
an edge of the piece of adhesive film, /or example a 
few millimeters hey^ond the adhesive area 
beneath, 



Respectfiilly, the Board misapprehended Luhmann*s teachings at column 
2, line 65, to column 3, line 1, in finding the provision of a number of grips tabs 
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equal to the number of sides of a polygon and, in so doing, improperly found the 
present claims to have been prima facie obvious. 

3. The ability of one of ordinary skill in the art to infer the invention or the fact 
that the invention is within the ambit of one of ordinary skill in the art doeis 
not amount to the requisite suggestion of the invention which is required for 
prima facie obviousness. 

The concept of prima facie obviousness entails a finding that the prior art would have 
suggested to persons skilled in the art that they should make and use the claimed invention and 
also have revealed to persons skilled in the art a reasonable expectation of success in making and 
using the claimed invention. The Board's own precedents, for example. Ex parte Levengood, 28 
USPQ2d 1300, 1301 (BP AT 1993), make clear that findings that persons skilled in the art "can 
infer** the invention or that the invention was 'Svithin the ambit of persons skilled in the art*' do 
not rise to the level of the requisite suggestion to make and use the claimed invention, hi 
Levengood, the Board explained; 

"At best, the examiner's comments regarding obviousness amoimt 
to an assertion that one of ordinary skill in the relevant art would 
have been able to arrive at appellant's invention because he had the 
requisite skills to carry out the requisite process steps. This is an 
inappropriate standard for obviousness. That which is within the 
capabilities of one skilled in the art is not synonymous with 
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obviousness. That one can reconstruct and/or explain the 
theoretical rnechanism of an invention by means of logic and 
sound scientific reasoning does not afford the basis for an 
obviousness conclusion unless that logic and reasoning also 
supplies sufficient impetus to have led one of ordinary skill in the 
art to combine the teachings of the references to make the claimed 
invention. [Citations omitted and emphasis in original.]" 

Neither the Board nor the Examiner pointed to anything in either Luhmann or Cole or in 
their combination that would have suggested to persons skilled in the art that they should: 

1. Provide a polygonal shaped adhesive section with a number of grip tabs equal to 
the number of sides of the polygon. 

2. Provide a circular shaped adhesive section with a single grip tab surrounding a 
circular shaped adhesive core. 

These features of the present invention are not fairly taught or suggested by the combination of 
Luhmann and Cole. These features of the present invention can only be gleaned from the instant 
specification, and, therefore, the Board has improperly used Appellants* specification against 
them. As stated in/w re DembiczaK 50 USPQ2d 1614, (Fed. Cir. 1999): 

. .Measuring a claimed invention against the standard established 
by section 103 requires the oft-difficult but critical step of casting 
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the mind back to the time of the invention, to consider the thinking 
of one of ordinary skill in the art, guided only by the prior art 
references and the then-accepted wisdom in the field. Close 
adherence to this methodology is especially important in the 
case of less technologically complex inventions, where the very 
ease with which the invention can be understood may prompt one 
'to fall victim to the insidious effect of a hindsight syndrome 
wherein that which only the inventor taught is used against the 
teacher.'. ..Our case law makes clear that the best defense 
against the subtle but powerful attraction of a hindsight-based 
obviousness analysis is rigorous application of the requirement 
for a showing of the teaching or motivation to combine prior 
art references. [Emphasis added.]" 

Respectfully, a prima facie case of the obviousness of the instant claims has not been 
made out. Accordingly, the Examiner should now reconsider and withdraw the final rejection. 
Further on this point. Applicants emphasize that the Board has not considered either the 
Luhmann Declaration or the arguments related thereto. See, again, the last paragraph on 
page 4 of the Decision on Rehearing dated April 28, 2004. Applicants submit that the 
Declaration shows the final rejection is in error. Therefore, Apphcants respectfiiUy request 
that the Examiner reconsider and withdraw this rejection. 

Finally, for completeness. Applicants point out that the Board makes the following 
statement in the last paragraph on page 2 of the Decision on Rehearing dated April 28, 2004: 
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"When these teachings are read together, i.e., when Ltlhmann is 
viewed in its entirety, it is reasonable to infer that *an edge of the 
piece of adhesive film' as taught in Luhmann includes either any 
part of the entire edge or the entire edge of a given geometric 
shaped adhesive tape. This is especially true in this case since 
appellants do not dispute that the given geometric shape taught in 
Ltlhmann includes a circular shaped adhesive tape (a tape having 
an edge (single edge))." 

[Emphasis added.] Apphcants most certainly have disputed that Luhmann teaches any circular 
shaped adhesive tape. On page 4 of the Request for Rehearing, the following points are made: 

"4. Luhmann teaches an adhesive tape section, specifically, a 
quadrangle having two grip tabs. 

* * * 

"6. Luhmann also fails to teach shapes of adhesive tape 
sections other than auadransles. " 

[Emphasis added.] Clearly, Applicants nowhere conceded that Luhmann taught circular shaped 
adhesive tapes. The Board's finding is, thus, clearly in error, and to the extent this erroneous 
finding supports the Board's inference^ that inference is also in error. 



16 



PACE 16/17 " RCVD AT 6/28/2004 2:43:16 PM [Eastern Daylight Time] " SVR:USPTO.EFXRF-1/2 * DNIS:8729306 * CSID: 1212 808 0844 ' DURATION (mm-ss):04.56 



06/28/2004 14:48 FAX 1212 808 0844 



N M M NEW YORK 



21017/017 



Application No. 08/976,820 
Applicant: Jom LIEBER et al 
Response 



Early and favorable action is earnestly solicited. 



KGB/ja 

220 East 42"^ Street - 30'^ Floor 
New York, New York 10017 
Phone: (212)808-0700 
Fax: (212) 808-0700 



CERTIFICATE OF FACSIMILE TRANSMISSION 



I hereby certify that the foregoing Response (17 pages total) are being facsimile 
transmitted to the United States Patent and Trademark Office on the date indicated below: 




& MARCUS, P.A. 



Date: June 28, 2004 
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